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Art Unit 

3628 




- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE three MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36 (a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will 

be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this 

communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 ) !x) Responsive to communication(s) filed on Mar 13, 2002 . 

2a) □ This action is FINAL. 2b) K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 

Disposition of Claims 

4) (xl Claim(s) 1-12 is/are pending in the application. 



4a) Of the above, claim(s) 
5)D Claim(s) 



6) 5(1 Claim(s) 7-72 

7) D Claim(s) 

8) D Claims 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction and/or election requirement. 



Application Papers 

9)D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are objected to by the Examiner. 

1 !)□ The proposed drawing correction filed on is: a)D approved b)D disapproved. 

12}D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

13)D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 
a)D All b)D Some* c)D None of: 

1. □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. 



3. □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14)D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 



Attachment(s) 

15) §() Notice of References Cited (PTO-892) 

16) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

17) ^) Information Disclosure Statement(s) (PTO-1449) Paper No(s). 7_ 



18) □ Interview Summary (PTO-413) Paper No(s). 

19) O Notice of Informal Patent Application (PTO-1 52) 

20) □ Other: 



U. S. Patent and Trademark Office 

PTO-326 (Rev. 9-00) 



Office Action Summary 
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DETAILED ACTION 

1. This Office Action is in response to the Amendment received on March 13, 2002, which 
paper has been placed of record in the file. 

2. Claims 9-12 has been added. Claims 1-12 are pending in this application. 

Response to Amendment/Arguments 

3. Applicant's arguments with respect to claims 1-8 have been considered but are moot in 
view of the new ground(s) of rejection. 

Double Patenting 

4. Claims 9-12 are objected to under 37 CFR 1.75 as being a substantial duplicate of claims 
1-4. When two claims in an application are duplicates or else are so close in content that they 
both cover the same thing, despite a slight difference in wording, it is proper after allowing one 
claim to object to the other as being a substantial duplicate of the allowed claim. See MPEP 

§ 706.03(k). 

Claim Rejections - 35 USC § 112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
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person skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and use the same and shall set forth the best mode contemplated by the inventor of 
carrying out his invention. 

6. Claims 1-3, 5, 7, 9-11 are rejected under 35 U.S.C. 101 because the claimed invention is 
not supported by either an asserted utility or a well established utility. 

Regarding to claims 1-3, 5, 7, 9-1 1, the coefficients A andoc^ are calculated based on 
R - R which is defined as portfolio performance. However, the main subject matter in claimed 
invention is determining the portfolio performance R - R based on the coefficients A and o£ . 
Thus, in order to determine the coefficients A ando^ , the portfolio performance R - R must be 
calculated first. Therefore, the formula for determining the portfolio performance R - R based on 
the coefficients A and is lack of "a priori". 

Claims 1-3, 5, 7, 9-1 1 are also rejected under 35 U.S.C. 1 12, first paragraph. 
Specifically, since the claimed invention is not supported by either an asserted utility or a well 
established utility for the reasons set forth above, one skilled in the art clearly would not know 
how to use the claimed invention. 

7. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

8. Claims 1, 4-9, and 12 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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Regarding to claims 1, 5, 7, 9, the coefficient A need to be defined. Every element in the 
mathematic formula need to be defined. 

Regarding to claims 4, 6, 8, 12, R^ and R^ need to be defined. 

Conclusion 

9. Claims 1-12 are rejected. 

10. The prior arts made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Giansante et al. (US 6,275,814) discloses the investment portfolio selection system and 

method. 

Michaud et al. (US 6,003,018) discloses a method for evaluating an existing or putative 
portfolio having a plurality of assets. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to examiner Nga B. Nguyen, whose telephone number is (703) 306- 
2901. 

The examiner can normally be reached on Monday-Thursday from 7:30 AM-5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent A. Millin, can be reached on (703)308-1065. 

12. Any response to this action should be mail to: 

Commissioner of Patents and Trademarks 





Application/Control Number: 09/613,855 



Page 5 



Art Unit: 3628 



c/o Technology Center 2700 



Washington, D.C. 20231 



or faxed to: 



(703) 308-9051, (for formal communications intended for entry) 



(703) 308-5397 (for informal or draft communications, please label 
"PROPOSED" or "DRAFT") 

Hand-delivered responses should be brought to Crystal Park II, 
2121 Crystal Drive, Arlington. 
VA., Sixth Floor (Receptionist). 



Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703)305-3900. 



or: 



Nga B. Nguyen 
June 12, 2002 




PRIMARY EXAMINER 



